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1 )KI Responsive to communication(s) filed on 08 June 2009 . 
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Art Unit: 3672 

DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 17 and 18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 17 is confusing because it is not clear if applicant is claiming the "cable". Second 
it is not clear if applicant is claiming the method of removing the cable. It should be 
noted that it is unclear if applicant is relying on method steps for patentability in an 
apparatus claim. Furthermore, it should be noted that the "cable" is not part of the 
apparatus. 

With regards to claim 18, claim 18 appears to be directed to the method of insertion a 
sub-duct; however, it does not positively recite any method steps. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
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4. Claims 1-5, 7,14,17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Miyazaki etal. (US 5108228). 

Miyazaki et al. discloses a sub-ducting apparatus comprising a sub-duct (1) and a 
remotely operable path-finding element (member 2 and part of member 1 near member 
2) arranged to facilitate insertion of the sub-duct into a duct (c ). The path-finding 
element is capable of being selectively activated (this is the case because the user 
regulates how much heat and pressure are applied to the tube (1), which includes the 
part of member 1 near member 2). The path-finding element is capable of negotiating 
a path through an obstruction in the duct that can affect insertion of the sub-duct (this is 
the case since member 2 has a dome shape). The sub-duct is an elongate sleeve. The 
path- finding element is a path-finding head. The head is detachable. The head is 
outwardly deformable (this is the case when the device is inflated). The head is 
outwardly deformable at the front end. Means for advancing (see col. 5 lines 30-40). 
With regards to claim 17, as best understood, it appears that the sub-duct (1) is capable 
of being sleeved over a cable via member (2a). 

5. Claims 1-4,14,17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Japanese Patent abstract (05015026). 

Japanese Patent abstract discloses a sub-ducting apparatus comprising a sub-duct (1b) 
and a remotely operable path-finding element (3) arranged to facilitate insertion of the 
sub-duct into a duct (2 ). The path-finding element is capable of being selectively 
activated (this is the case because the user operates member 3). The path-finding 
element is capable of negotiating a path through an obstruction in the duct (this is the 
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case since member 3 is capable of removing dirt etc. that lines member (2)). The sub- 
duct is an elongate sleeve. The path- finding element is a path-finding head. The head 
is detachable. Means for advancing (see col. 5 lines 30-40). 
With regards to claim 17, as best understood, it appears that the sub-duct (1b) is 
capable of being sleeved over a cable (1a)(see Figures). 

6. Claims 1-4,14,17 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Born (US 5988188). 

Born discloses a sub-ducting apparatus comprising a sub-duct (14,26, see Figs. 1,2,3) 
and a remotely operable path-finding element (18, see Figs.8,9a-d) arranged to facilitate 
insertion of the sub-duct into a duct (12). The path-finding element is capable of being 
selectively activated (this is the case because the user operates member 18). The sub- 
duct is an elongate sleeve (see Fig. 2). The path- finding element is a path-finding 
head. The head is detachable. Means for advancing (see Figs. 4a, b). Obstruction (see 
Figs. 1,8,10,12,13). 

With regards to claim 17, as best understood, it appears that the sub-duct is capable of 
being sleeved over a cable (see Fig. 2). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/509,888 
Art Unit: 3672 



Page 5 



8. Claim18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Born in 
view of Griffioen et al. (US 5639183). 

Born discloses the invention substantially as claimed. However, Born is silent about the 
sub-duct sleeving over a cable within a duct for subsequent removal of the cable from 
the duct. Griffioen et al. teaches a sub-duct (21) sleeving over a cable (22) (see Fig. 4). 
It would have been considered obvious to one of ordinary skill in the art to modify Born 
to include the sub-duct sleeving over a cable arrangement as taught by Griffioen et al. in 
order provide the apparatus of Born with additional capabilities. 
With regards to the removal step, it would have been considered obvious to remove the 
cable in the event the cable is damaged. 

Response to Arguments 

9. Applicant's arguments filed 6/8/09 have been fully considered but they are not 
persuasive. Applicant argues that Miyazaki et al. plug (2) is not a "path-finding element". 
The examiner disagrees. As member (1 ) is advanced the "dome shape" of member (2) 
would guide the direction of member (1); therefore member (2) is considered a "path- 
finding element". Applicant persistently argues how his invention functions but has yet 
establish what are the claimed structural differences between the claimed subject 
matter and Miyazaki et al. Since the claimed structural limitations are taught by 
Miyazaki et al., Miyazaki et al. would then be capable of performing the intended 
functions. For example, member (2) is capable of negotiating a path through an 
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obstruction (e.g. dirt/debris lining member ( c) ) that would affect insertion of member (1) 
since it is provided with a domed shape. 

With regards to Fujikura, applicant persistently argues how his invention 
functions but has yet establish what are the claimed structural differences between the 
claimed subject matter and Fujikura. Since the claimed structural limitations are taught 
by Fujikura, Fujikura would then be capable of performing the intended functions. For 
example, member (3) is capable of negotiating a path through an obstruction (e.g. 
dirt/debris lining member (2) ) that would affect insertion of member (1b) since it is the 
user that would determine when to activate member (3). 

With regards to Born, applicant argues that the obstruction (24) affects water flow 
and not the sub-duct. The examiner disagrees. Obstruction (24) is in the pathway of 
travel of member (14); therefore obstruction (24) affects insertion of sub-duct (14). 

With regards to Born, applicant persistently argues how his invention functions 
but has yet establish what are the claimed structural differences between the claimed 
subject matter and Born. Since the claimed structural limitations are taught by Born, 
Born would then be capable of performing the intended functions. For example, member 
(18) is capable of negotiating a path through an obstruction (24) that would affect 
insertion of member (14) since it is the user that would determine when and how to 
activate member (18) to negotiate through the obstruction. 
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Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sunil Singh whose telephone number is (571) 272-7051 . 
The examiner can normally be reached on Monday through Friday 10:30 AM - 7:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on (571) 272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner, Art Unit 3672 Primary Examiner 
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